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status 

1 )I3 Responsive to communication(s) filed on 14 May 2004 . 
2a)U This action is FINAL. 2b)|SI This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) 13 Claim(s) 1 and 29-56 is/are pending in the application. 

4a) Of the above claim(s) 49-56 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1 and 29-48 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 05 November 2003 is/are: a)E| accepted or b)^ objected to by the Examiner 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 121(d) 

1 1 )U The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-1 52. 
Priority under 35 U.S.C. § 119 

^2)U Acl<nowledgment is made of a claim for foreign priority under 36 U S 0 § 1 19(a)-(d) or (f) 
a)n All b)n Some * c)^ None of: v / v / v 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Bection/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 , and 29-48. drawn to an etching method, classified in class 21 6. subclass 1 00. 

II. Claims 49-56, drawn to a titanium device, classified in class 433, subclass 201 .1 . 
The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1 ) that the process as claimed can be used to 
make other and materially different product or (2) that the product as claimed can be made by another 
and materially different process (MPEP § 806.05(f)). In the instant case the product as claimed can be 
made by another and materially different process such a single treatment process. 

Because these inventions are distinct for the reasons given above and have acquired a separate 
status in the art as shown by their different classification and recognized divergent subject matter, and the 
search required for Group I is not required for Group II. restriction for examination purposes as indicated 
is proper. 

During a telephone conversation with Mark Anderson on 1 1/16/04 a provisional election was 
made without traverse to prosecute the invention of Group I. claims 1 . and 29-48. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 49-56 are withdrawn from 
further consideration by the examiner. 37 CFR 1.142(b). as being drawn to a non-elected invention. 



Information Disclosure Statement 

The information disclosure statements filed 1 1/5/03 and 2/17/04 fail to comply with 37 CFR 
1 .98(a)(2). which requires a legible copy of each foreign patent and each publication or that portion which 
caused it to be listed. It has been placed in the application file, but only the initialed U.S. Patent 
information refen-ed to therein has been considered. 
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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

■me specification shall conclude with one or more claims particularly pointing out and distinctiv 
claiming the subject matter, which the applicant regards as his invention. ^ 

Claims 1 and 29-48 are rejected under 35 U.S.C. 1 12. second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claims 1. 29, 34. 35. 39 and 40 recite the limitation "substantially unifonn" 
The term "substantially unifomi" is a relative term, which renders the claim indefinite. The term 
"substantially uniform" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably apprised of 
the scope of the invention. 



Claim Rejections - 35 USC § 102 

Claim 1 is rejected under 35 U.S.C. 1 02(b) as anticipated by or. in the alternative, under 35 
U.S.C. 103(a) as obvious over JP 3146679 to Haruyuki et al. 

Haruyuki et al. teaches a method of preparing the surface of an implant to be surgically implanted 
in living bone and made of titanium (Page 3) having a native oxide layer on the surface thereof, said 
method comprising the steps of removing the native oxide layer from the implant surface to provide a 
surface that can be further treated to produce a substantially uniform surface texture (etching in HF). and 
subjecting said surface from which the native oxide layer has been removed to a further and different 
treatment (etching in HF and H.O.). before re-oxidation thereof to fomi a substantially unifom, surface 
texture. See Figures 1-9. 

Note that the surface of the titanium is initially covered with a native oxide layer since this layer 
forms naturally from exposure to air. The Examiner asserts that the step of etching in HF at the 
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concentration of 6 weight percent and time of 3 minutes as specified in Haruyuki is sufficient to remove 
the native oxide layer. 



Double Patenting 

n, ,hn. ?® nonstatutory double patenting rejection is based on a judicially created doctrine grounded In 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper «mewtee 
extension of the "right to exclude" granted by a patent and to prevent^ossible hLTasTenSy S 

F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum. 686 F.2d 937 214 USPQ 761 (CCPA iq8?V 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be used to overcome 
an actual or provisional rejection based on a nonstatutory double patenting gVound provlSt^^^^^^^ 

^FrTZ^T °' '° '^'"'"^"'^ thislpplication 

A 4 • ''^""^^ ^ • ^ registered attorney or agent of record may sign a terminal disclaimer 

A temninal disclaimer signed by the assignee must fully comply with 37 CFR 3.73(b). ^^'sclaimer. 

Claims 1 . and 29-48 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentabte over claims 1-42 of U.S. Patent No. 6,491 .723. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the conflicting claims 
recite all of the limitations of the pending claims. 

Claims 1 . and 29-48 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentabte over claims 1-15 of U.S. Patent No. 5,603,338. Although the conflicting 
claims are not identical, they are not patentably distinct from each other because the conflicting claims 
recite all of the limitations of the pending claims. 

Claim 1 is rejected under the judicially created doctrine of obviousness-type double patenting as 
being unpatentabte over claim 5 of U.S. Patent No. 5.876.453. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the conflicting claim recites all of the 
limitetions of the pending claim. 

Claim 1 is rejected under the judicially created doctrine of obviousness-type double patenting as 
being unpatentable over claims 1-42 of U.S. Patent No. 6,652.765. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because the conflicting claim recites all of 
the limitations of the pending claim. 



1 
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Allowable Subject Matter 

Claims 29-48 would be allowable if rewritten or amended to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

Conclusion 

Any inquiry conceming this communication or earlier communications from the examiner should 
be directed to Roberts Culbert whose telephone number is (571) 272-1433. The examiner can normally 
be reached on Monday-Friday (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor. 
Gregory Mills can be reached on (571) 272-1439. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



R. Culbert ^ C^y^^^^ 



mwm MILS 



